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Status 

1)S Responsive to communication(s) filed on 12 April 2004 and 15 July 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Disposition of Claims 

4) S Claim(s) 1-37 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1-37 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 
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9) D The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 15 July 2006 is/are: a)D accepted or b)S objected to by the Examiner. 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 

Claims 17-35 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. In claim 1 7, lines 6-7, the 
passage "the angle between the shaft and the handle of the axis" is unclear. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351 (a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21 (2) of such treaty in the English language. 

Claims 1 , 3, 4 and 1 1 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Williams (4,049,000). Williams shows a nerve root retractor and 
sucker 10 comprising a handle 16, and a nerve root retractor/sucker shaft 14 
having proximal and distal open end and defining a central passage therebetween. 
The proximal end of the shaft is connected to the distal end of the handle and the 
axis along the distal end of the shaft forms an angle of less than 1 80 degrees with 
the axis of the handle (see Figure 1). A suction source is in fluid communication 
with the distal opening of the shaft wherein both the handle and the shaft define a 
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suction fluid path between the suction source and the distal opening. At least one 
suction control vent 20 is disposed in the handle. The retractor/sucker also 
comprises a retractor blade 24 disposed at the distal end of the shaft. As to claim 
3, the handle and the shaft define a hollow passage (Figure 6). As to claim 1 1 , 
the angle claimed falls in the range taught in column 3, lines 50-52). 

Claims 1 , 3, 4, 7, 8. 1 2, 1 4,1 6-1 9, 21 , 23, 24, 27, 28, 32 and 34 are 
rejected under 35 U.S.C. 102(e) as being anticipated by Suddaby (2004/0143164). 
Suddaby shows a nerve root retractor and sucker comprising a handle 1 2, and a 
nerve root retractor/sucker shaft 12 having proximal and distal open end and 
defining a central passage therebetween. The proximal end of the shaft is 
connected to the distal end of the handle and the axis along the distal end of the 
shaft forms an angle of less than 1 80 degrees with the axis of the handle (see 
Figure 7). A suction source is in fluid communication with the distal opening of the 
shaft wherein both the handle and the shaft define a suction fluid path between the 
suction source and the distal opening. At least one suction control vent 28 is 
disposed in the handle. The retractor/sucker also comprises a retractor blade 18 
disposed at the distal end of the shaft (paragraph 0019). As to claim 3, the handle 
and the shaft define a hollow passage. Regarding claims 7 and 27, note that the 
shaft may be formed of plastic (paragraph 0021). As to claims 8,14, 28 and 34, the 
shaft may be flexible (paragraph 0021 ) and is thereby malleable at room 
temperature. As to claims 1 6-1 9, the angle between the handle and the shaft may 
be varied because the shaft is flexible. As to claims 12 and 32, note the grooves 
34 on the handle for improving gripping. 



Application/Control Number: 1 0/71 5,684 Page 4 

Art Unit: 3732 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 2, 5, 6 and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Williams (4,049,000) in view of Leffler (3,516,160). Williams 
does not show two vents in the handle and does not disclose that the shaft is 
detachably connected to the handle. The shaft of Williams is not variable in 
length or width. Leffler show a suction device comprising a handle 1 1 having two 
vents 20. Also, the shaft 22 is detachably connected to the handle. The length of 
the shaft is inherently variable because it is slidable within the handle (column 3, 
lines 33-36). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide the handle of Williams with two vents as 
taught by Leffler, since it has been held that discovering an optimum value of a 
result effective variable involves only routine skill in the art. In re Boesch, 61 7 
F.2d 272, 205 USPQ 215 (CCPA 1980). It would have also been obvious to one 
of ordinary skill to form the retractor/sucker of Williams so that the shaft is 
removable from the shaft (thereby making the length variable), as taught by 
Leffler, so that the shaft may be disposable. Williams as modified by Leffler 
discloses the claimed invention except for the vents having different diameters. It 
would have been an obvious matter of design choice to form the vents with 
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different diameters, since such a modification would have involved a mere 
change in the size of a component. A change in size is generally recognized as 
being within the level of ordinary skill in the art. In re Rose, 105 USPQ 237 
(CCPA1955). 

Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Williams (4,049,000). Williams discloses the claimed 
invention except for the specific lengths of the shaft. It would have been an 
obvious matter of design choice to form the shaft with lengths specified by the 
claims, since such a modification would have involved a mere change in the size 
of a component. A change in size is generally recognized as being within the 
level of ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). 

Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Suddaby (2004/0143164) in view of Folko et al (5,743,736). The shaft of 
Suddaby is not connected to the handle by a ball and socket joint. Folco shows 
a suction device wherein the shaft is connected to the handle 1 2 by a ball and 
socket joint. This socket joint enables the shaft to be bent at a desired angle to 
maintain that position until force is applied to the shaft. I would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 
form the shaft of Suddaby with a ball and socket joint, as taught by Folko, so that 
the angel of the shaft relative to the handle may be adjusted to a desired shape. 

Claims 22, 25, 26, 35 and 33 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Suddaby (2004/0143164) in view of Leffler (3,516,160). 
Suddaby does not show two vents in the handle and does not disclose that the 
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shaft is detachably connected to the handle. The shaft of Suddaby is not variable 
in length or width. Leffler show a suction device comprising a handle 1 1 having 
two vents 20. Also, the shaft 22 is detachably connected to the handle. The 
length of the shaft is inherently variable because it is slidable within the handle 
(column 3, lines 33-36). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to provide the handle of Suddaby with two 
vents as taught by Leffler, since it has been held that discovering an optimum 
value of a result effective variable involves only routine skill in the art. In re 
Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). It would have also been 
obvious to one of ordinary skill to form the retractor/sucker of Suddaby so that 
the shaft is removable from the shaft (thereby making the length variable), as 
taught by Leffler, so that the shaft may be disposable. Suddaby as modified by 
Leffler discloses the claimed invention except for the vents having different 
diameters. It would have been an obvious matter of design choice to form the 
vents with different diameters, since such a modification would have involved a 
mere change in the size of a component. A change in size is generally 
recognized as being within the level of ordinary skill in the art. In re Rose, 1 05 
USPQ 237 (CCPA 1955). 

Claims 29-31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Suddaby (2004/0143164). Suddaby discloses the claimed invention except 
for the specific lengths of the shaft and angles between the shaft and the handle. 
It would have been an obvious matter of design choice to form the shaft with 
lengths specified by the claims, since such a modification would have involved a 
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mere change in the size of a component. A change in size is generally 
recognized as being within the level of ordinary skill in the art. In re Rose, 105 
USPQ 237 (CCPA 1955). Suddaby discloses the claimed invention except for 
the angle between the distal end of the shaft and the handle being 135 degrees. 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to form a angle of 135 degrees between the distal end of the 
shaft and the handle, since it has been held that discovering an optimum value of 
a result effective variable involves only routine skill in the art. In re Boesch, 61 7 
F.2d 272, 205 USPQ 215 (CCPA 1980). 

Claims 36 and 37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Williams (4,049,000) in view of Cise et al (6,129,547). 
Williams shows the claimed invention, supra, except for a plurality of shafts 
wherein the angle, length and width are different. Cise shows a suction system 
having a handle 20 and a plurality of shafts. Particularly, shafts 44 and 48 have 
different angles, lengths and widths thereby enabling a single handle to be used 
with different shafts according to the need. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide the device 
of Williams with a plurality of detachable shafts having different angles, lengths 
and widths, as taught by Cise, in order to enable a single handle to be used with 
different shafts according to the need. 

Claim Objections 

Claim 1 2 is objected to because of the following informalities: In line 2, 
"grip" should be changed to -slip--. Appropriate correction is required. 
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Drawings 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference character "68" has been used to designate two different 
elements in Figure 3. Corrected drawing sheets in compliance with 37 CFR 
1 .1 21 (d) are required in reply to the Office action to avoid abandonment of the 
application. 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they do not include the following reference sign(s) mentioned in the 
description: 66 (page 10, line 8). 

Corrected drawing sheets in compliance with 37 CFR 1 .121 (d) are 
required in reply to the Office action to avoid abandonment of the application. 
Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is 
being amended. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or 
"New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by 
the examiner, the applicant will be notified and informed of any required 
corrective action in the next Office action. The objection to the drawings will not 
be held in abeyance. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Cary E. O'Connor whose telephone number is 
571-272-4715. The examiner can normally be reached on M-Th 7:00-3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Cris Rodriguez can be reached on 571 -2724964. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571 -273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
91 99 (IN USA OR CANADA) or 571 -272-1 000. 




Ca?yE. O'Connor 
Primary Examiner 
Art Unit 3732 
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